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1)^ Responsive to communication(s) filed on 08 May 2006 . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Art Unit: 1653 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 . 1 1 4. Applicant's submission filed on May 8, 
2006, has been entered. 

Claims 8-9 are canceled. Claims 5, 15-24 are withdrawn. Claims 1-4, 6-7, 10-14 
are currently under examination. 

Priority: The priority date is April 10, 2003. 

Withdrawal of Objections and Rejections 

The rejection of claims 1-14 under 35 U.S.C. 112, second paragraph, as being 
indefinite is withdrawn. The amendment of the claims has introduced new issues under 
35 U.S.C. 1 12, second paragraph, which appear below. 

The rejection of claims 13-14 under 35 U.S.C. 103(a) as being unpatentable over 
Lemanski et al. (1996 Biochem Biophys Res Comm 229: 974-981; IDS) is withdrawn. 

Claim Objections 

Claims 1 , 3 are objected to because of the following informalities: the 
apostrophe in SEQ ID NO's. should be deleted and the comma between SEQ ID NOS: 
1 , or 5 should be deleted. Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 7, 10-14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 is recites said nucleotide sequence encodes an RNA molecule. As 
explained in the previous Office action, it is known in the art that the term "encodes" is 
used in the sense that DNA encodes protein. Since the instant claim recites RNA and 
not protein, it is suggested that another term be used to describe the transcription of the 
DNA to RNA. A possible suggestion is: The purified nucleic acid of claim 1 , wherein 
said nucleotide sequence is transcribed into an RNA molecule having a secondary 
structure that permits specific binding to at least one MIR-binding protein. 

Claim 7 recites a portion of said nucleotide sequence that is transcribed into a 
MIR molecule comprises a first polynucleotide sequence of SEQ ID NO: 5. The claim is 
confusing because it is unclear how large the nucleotide sequence can be if only a 
portion of the nucleotide sequence is transcribed into a MIR molecule, it is unclear the 
functional benefit of the remaining nucleotide sequence. Further, in their remarks, 
Applicants assert claim 7 has been amended to identify that SEQ ID NO: 5 contains an 
identical sequence corresponding to the 5 1 untranslated region of a second nucleic acid 
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that encodes an RNA splicing factor, as identified by SEQ ID NOS: 6 and 7. However, 
this change is not reflected in the currently amended claim 7. 

Claim 10 recites wherein said ribonucleic acid sequence is transcribed into a 
myofibrillogenesis-inducing RNA (MIR) molecule. The claim is confusing because it is 
believed that the RNA is already the MIR molecule. On page 5 of the instant 
specification, Applicants disclose the term "MIR" may also be used synonymously with 
the term "MIR RNA." 

Claims 11-12 are included in this rejection because they are dependent on claim 

10. 

Claim 13 is drawn to a vector comprising a purified nucleic acid that is 
transcribed into a myofibrillogenesis-inducing RNA (MIR) molecule, SEQ ID NO: 5. The 
claim is confusing because it does not properly identify the nucleic acid sequence that is 
transcribed into the MIR molecule. 

Claim 14 is included in this rejection because it is dependent on claim 13. 



Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 
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Applicant is advised that should claim 1 be found allowable, claim 7 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claims 4 and 6 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marsha M. Tsay whose telephone number is 571-272- 
2938. The examiner can normally be reached on M-F, 9:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Dr. Jon Weber can be reached on 571-272-0925. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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KAREN COCHRANE CARLSON, PH.D 
PRIMARY EXAMINER 



